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the only independent claim. Reconsideration of the above-identified application, as herein amended 
and in view of the following remarks, is respectfully requested. 

In the Office Action mailed July 18, 2001, the specification stands objected to as 
containing new matter. More specifically, the Office Action states that the list of hot melt adhesives 
added to the specification in response to the Examiner's request to include the generic names of the 
trademarks used in the original specification includes more examples than were disclosed by the 
trademarks in the original specification. That is, the Examiner states that the originally filed 
specification does not appear to disclose the use of polyamides, EVA polymers, polyurethane 
polymers, or "other adhesives". This section of the application has been amended to specifically 
recite only the generic names of each of the trademarks listed in the original specification. 
However, applicant respectfully submits that these trademarks are listed as examples and that the 
invention is not limited to the these specific examples of thermoplastic adhesives. That is, any 
thermoplastic adhesives may be used according to the present invention. In view of the above 
amendments and remarks, it is respectfully requested that the objection to the specification now be 
withdrawn. 

Claims 7-10 and 12 stand rejected under 35 U.S.C. §112, first paragraph, as 
containing subject matter not disclosed in the specification in such as way as to reasonably convey 
to those skilled in the art that the inventor had possession of the claimed invention at the time the 
application was filed. More specifically, the Examiner rejects the claims for the following reasons: 
(1) the originally filed specification does not disclose a "woven" fabric, (2) the specification does 
not teach what amounts and viscosities of an adhesive will prevent the adhesive from penetrating 
the fabric, and (3) the specification does not teach the structure of the fabric that resists penetration 
by an adhesive. 
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Regarding the first reason, the Examiner states that the mere presence of the term is 
not enough to overcome the new matter rejection and that the applicant is required to submit a 
certified translation of the international phase application so that the context in which this phrase is 
used may be determined. It is respectfully submitted that a certified translation of the international 
phase application was filed with the original application papers. 

The general rule for correcting a translation error is that the correction is not 
considered new matter if the error can be detected and corrected by one of ordinary skill in the art. 
The originally filed application states that "the invention relates to a glass fiber fabric wallpaper". 
The term "glass fiber fabric wallpaper" was translated from the German term 
"Glasfasergewebetapete" which appears throughout the specification. The translation does not 
expressly state that the term means a "glass fiber woven fabric wallpaper". However, the original 
application also states that the adhesive adheres only in dots at the raised points on the fabric. 
Furthermore, two certified translations of the definition of the word "gewebe" are attached hereto as 
they appear in German technical dictionaries "Rompp Chemie Lexicon" (Attachment 1) and 
Brockhaus, Naturwissenschaften und Technik" (Attachment 2). These definitions clearly define the 
term "gewebe" as a woven fabric. Accordingly, it is respectfully submitted that those skilled in the 
art would know (1) that the term in the original specification "glass fiber fabric wallpaper" includes 
fibers that are woven to produce the raised points and (2) that the raised points of a fabric occur 
where the strands of the fabric cross. 

Regarding the second reason that the claims are rejected under 35 U.S.C. §1 12, first 
paragraph, the Examiner states that the specification lacks a teaching of what amounts and 
viscosities of an adhesive will prevent the adhesive from penetrating the fabric. The original 
specification states that "in respect of the amount and degree of fluidization, especially of the melt 



-4- 



Serial No.: 09/269,771 

adhesive, the application process is designed so that no adhesive penetrates the glass fiber fabric and 
contaminates the glass fiber fabric wallpaper surface that is to be coated with paint, if desired." 

U.S. Patent practice does not require that the specification teach every detail of the 
invention to enable the invention. The specification need only explain how to make and use the 
invention without requiring undue experimentation. (See MPEP §2164.01 and In re Geerdes, 180 
USPQ 789, 793 (CCPA 1974)). One skilled in that art of wallpaper adhesives would expect 
variation in the viscosities of the adhesives to affect the penetration of the adhesive in the wallpaper. 
Therefore, it is respectfully submitted that it is within the skill of one skilled in the art according to 
the invention to choose a find and appropriate adhesive that fulfills these non-penetration 
requirements. Further, several appropriate adhesives are mentioned in the specification. 

The Examiner also states that the specification is deficient because the does not 
teach the structure of the fabric. As already discussed above, it is respectfully submitted that those 
skilled in the art would know that the structure of the fabric comprises woven glass fibers and that 
those skilled in the art would understand that the prevention of penetration of the adhesive in the 
glass fiber fabric is due to the combination of the glass fiber fabric and the choice of adhesive which 
is used in amounts and viscosities such that the adhesive does not penetrate the fabric. 

In view of the above amendments and remarks, it is respectfully submitted that the 
rejection of claims 7-10 and 12 under 35 U.S.C. §112, first paragraph, is now overcome. 

Claims 7-10 and 12 stand rejected under 35 U.S.C. §112, second paragraph, as 
indefinite for failing to particularly point out and claim the present invention. In particular, the 
Examiner states that the "long-term adhesive" in line 8 of claim 7 has insufficient antecedent basis. 
Claim 7 is amended to recite "permanent adhesive" as suggested by the Examiner. In view of the 
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above amendments and remarks, it is respectfully submitted that the rejection of claims 7-10 and 12 
under 35 U.S.C. §112, second paragraph, is now overcome. 

Claims 7-10 stand rejected under 35 U.S.C. §102(e) as anticipated by U.S. Patent 
No. 5,985,775 (Deeb). Claim 12 stands rejected under 35 U.S.C. §103 as unpatentable over (Deeb). 

The Examiner has indicated that the rejection could be overcome by including the 
limitation which states that the adhesive is present only at the raised points of the fabric, i.e., the 
points at which the woven fabric strands cross over each other. Accordingly, independent claim 7 
has been amended to recite " an interrupted layer including a thermoplastic permanent adhesive 
adhering only to said raised points". Since independent claim 7 now includes allowable subject 
matter, it is respectfully submitted that independent claim 7 is allowable over Deeb. 

Dependent claims 8-10 and 12, being dependent on independent claim 7, are 
allowable for at least the same reasons that independent claim 7 is allowable. 

The application is now deemed to be in condition for allowance and notice to that 
effect is solicited. 

It is believed that no fees or charges are currently due. However, if any fees or 
charges are required at this time in connection with the application, they may be charged to our 
Patent and Trademark Office Deposit Account No. 03-2412. 



Respectfully submitted, 

COHEN, PONTANI, LIEBERMAN & PAVANE 




Klaus P. Stoffel 
Reg. No. 31,668 



551 Fifth Avenue, Suite 1210 
New York, New York 10176 
(212) 687-2770 



Dated: October 18, 2001 
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AMENDMENTS TO THE SPECIFICATION AND CLAIMS SHOWING CHANGES 

In the Specification: 

Page 2, please amend the paragraph starting at line 1 5 as follows: 
-According to the present invention, a thermoplastic permanent adhesive is 
provided on one side of a woven glass fiber fabric wallpaper for holding the wallpaper on a wall 
substrate. Thermoplastic permanent adhesives are available commercially and are described, for 
example, in Rompp Chemie-Lexikon, 9 th Edition, George Thieme Verlag, Stuttgart, New York, 
1995, page 4037. Examples of suitable holt melt adhesives which may be used as the permanent 

•c- 

adhesives for the woven glass fabric wall paper are hot melt adhesives including 1 ! [poly olefin 
polymers and copolymers, polypropylene polymers and copolymers, polyester polymers and 
copolymers, polyamide polymers and copolymers, EVA polymers and copolymers, and 
polyurethane polymers and/or copolymers. Specific examples of hot melt adhesives which may be 
used are], "HELMITHERM 42034" (based on polypropylene-copolymers) from Forbo-Helmitin 
GmbH, Pirmasens, "TIVOLMELT 9058/30" (based on polyolefin-copolymers), "TIVOMELT 
9041" (based on polyolefin-copolymers) and "TIVOMELT 9162" (based on polyesters) from Tivoli 
Werke Ag, Hamburg, and "TECHNOMELT Q 5304" (based on polyolefin-copolymers) from 
Henkel KgaA, Dusseldorf. The ductile pressure-sensitive holt melt adhesives feature particularly 
long bond times, contain no hazardous ingredients, and are not self-igniting. The permanent 
adhesive may also undergo post-crosslinking. The permanent adhesive is applied by heat treatment 
to one side of the glass fiber fabric and after cooling is permanently tacky. Of course other 
thermoplastic permanent adhesives which exhibit the required characteristics may also be used and 
the present invention is not limited to the above-listed adhesives.-- 
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In the Claims: 

Amend claim 7 as follows: 

7. (Amended) A self-adhesive woven glass fiber fabric wallpaper sheet, comprising: 
a sheet of woven glass fiber fabric comprising woven strands and having a first side 
and a second side, at least said first side having raised points where said woven strands cross; and 

an interrupted layer including a thermoplastic permanent adhesive adhering only to 
said raised points of said first side of said sheet of glass fiber fabric for holding said sheet of glass 
fiber fabric to a wall substrate, wherein an amount and a viscosity of said thermoplastic permanent 
adhesive are designed for preventing the thermoplastic [long-term] permanent adhesive from 
penetrating said glass fiber fabric and contaminating said second side of said glass fiber fabric. 
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Certificate of Accuracy 



TRANSLATION 

From German into English 



STATE OF NEW YORK J 
COUNTY OF NEW YORK V 



On this day personally appeared before me 
who, after being duly sworn, deposes and states: Elisabeth A. Lucas 

That he is a translator of the German and English languages by profession and 
as such connected with the LAWYERS' & MERCHANTS' TRANSLATION 
BUREAU; 



That he is thoroughly conversant with these languages; 



That he has carefully made the attached translation from the original document 
written in the German language; and 

That the attached translation is a true and correct English version of such original, 
to the best of his knowledge and belief. 



SUBSCRIBED AND SWORN TO BEFORE ME 
THIS 



r 



OCT 17 2001 



Susan Tapley 
Notary Public, State of New York 
No. 01TA4999804 
Qualified in Queens County 
Certificate filed in New York County 

and Kings County 
Commission Expires July 27, 2002 
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[Part of entry "Gewebe" from ROMPP CHEMEE LEXDCON chemical dictionary, 
9th Edition] 



Tissue. 1. Woven: Product comprising *Threads (warp a. weft) which are crossed at right 
angles and comprise materials such as wool, cotton, synthet. *Fibers etc. or comprise 
nontextile materials such as, e.g., carbon fibers, metal fibers, glass fibers a. asbestos fibers. 
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From German into English 



STATE OF NEW YORK 
COUNTY OF NEW YORK 



s.s. 



On this day personally appeared before me 
who, after being duly sworn, deposes and states: Elisabeth A. Lucas 

That he is a translator of the German and English languages by profession and 
as such connected with the LAWYERS' & MERCHANTS' TRANSLATION 
BUREAU; 

That he is thoroughly conversant with these languages; 

That he has carefully made the attached translation from the original document 
written in the German language; and 

That the attached translation is a true and correct English version of such original, 
to the best of his knowledge and belief. 
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Notary Public, State of New York 
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Qualified in Queens County 
Certificate filed in New York County 

and Kings County 
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[Part of entry "Gewebe" from BROCKHAUS science and technology dictionary] 



Woven, textile sheet material having at least two thread systems which intercross at right 
angles and of which the warp runs perpendicularly and the weft runs horizontally 
(— » Weaving). 
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